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Yes, Americans will indulge in tattoos.  
Indeed, it takes an edgy rebel to go without 
one today.

Tattoo Art is a Virginia company with 
copyright on hundreds of colorized “tattoo 
flash” designs — original designs on a poster 
to give tattoo parlor customers ideas.

For when you’re blind drunk and getting 
that first tat of course.

So they wouldn’t have to pay to register 
hundreds of individual works, Tattoo Art 
put them into 50-sheet “Books” and did one 
registration for each book.  It then licensed 
the designs for, of course, tattoos, but also 
for those must-have cell phone covers and 
t-shirts.

Indeed, the very foundations of the Amer-
ican economy.

In December 2005, TAT licensed from Tat-
too Art specified flash drawings for airbrushed 
tattoos.  Which is to say temporary ones.

For those not drunk enough or too timid to 
permanently stamp themselves with a steadily 
blurring hackneyed design.

There were quarterly royalty statements 
from gross sales, a minimal payment of $6,000 
and blah-blah.

There was an initial term of three years and 
then an on-going year-to-year unless one party 
wanted to quit.  If TAT quit, it could dispose 
of finished inventory.  However, if Tattoo Art 
terminated TAT for breach, TAT had to end 
all sales.

TAT more or less admitted to all this, but 
claimed there was an oral modification elim-
inating the minimum payment and allowing 
TAT to sell off inventory even if terminated 
for breach.  This agreement was made before 
the final acceptance went down.

Which is to say, TAT admitted it signed the 
contract despite its claim of alteration.  TAT 
claims it understood the signed page was to be 
attached to a “revised” contract.  Which never 
came.  And TAT did nothing about it.

In fact, TAT made three of the four quarter-
ly payments in 2006 for a grand total of $653.  
Out of the minimal $6,000.

And of course you can see what’s coming.  
Also what a pathetic business airbrushed 
tattooing is.

There was no further communica-
tion between the parties until 2009.  
Meanwhile, TAT had changed the 
coloring of some of Tattoo Art’s 
designs and displayed them on 
its Website.  And — dum-da-
dum-dum — it labeled them 
TAT “Original Collection.”

This was followed by prod-
ding from Tattoo Art and “the 
check’s in the mail” excuses from TAT.  
Whereupon Tattoo Art terminated TAT for 
breach and told them to quit using the designs 
forthwith.  TAT ignored it and went its merry 
way.  Tattoo Art sued.

TAT pled affirmative defenses of fraudu-
lent inducement, unclean hands and equitable 
estoppel.

Hmm.  I suppose dealing in tattoo art is 
unclean.  Ha-ha. Joke.  But what kind of a lie 
would induce you into such a contract?  Our 
flash art will help you finally meet girls?

Tattoo Art won summary judgment and 
an order of $18,105.48 for breach of contract 
plus $480,000 statutory damages under the 
Copyright Act for the altered designs.

Ka-pow!
Well, that’s the end of their business.  But 

lawyers can and will appeal if paid, so why not 
spend your money on that.

The Appeal
And so we find ourselves before the Fourth 

Circuit in Richmond.
Summary judgment is granted when there’s 

no material dispute as to the facts so no jury 
is needed.  A judge can rule as a matter of 
law.  Fed. R. Civ. P. 56(a).  Tattoo Art had 
the burden of showing the absence of an issue 
of material fact.  It achieved this by showing 
the signed contract and evidence of TAT not 
making payments.

TAT said a material fact was raised by its 
claim of an oral modification to the contract.  

The court said nope.  Nothing in the record, 
documents, depositions, affidavits, whatever, 
showed a contrary agreement.

This is kind of a round-about way of stating 
the Parol Evidence rule that claims of oral 

agreements prior to or simultaneous with the 
executed written one are not admissible in 
evidence.  If the contract says “cow,” why 
should we let a silver-tongued liar testify 

they really meant “horse.”  The writing 
is in front of us and is quite clear.

The court also noted a merger 
clause which said the written “Agree-
ment constitutes the entire agree-

ment and understanding between the 
parties” and any changes had to be in 

writing “signed by both parties.”
The court also noted that the initial term was 

three years.  The Statute of Frauds requires a 
written contract for any agreement that can’t be 
performed in one year.  Which they had.  But 
the oral agreement was … well … oral and thus 
contrary to the Statute.

Copyright Infringement
And TAT was indeed an infringer.  The 

license agreement permitted them to create 
stencils and promote them.  There was no 
permission to modify or alter.  Plus, when they 
ceased to make quarterly payments they were 
in breach and were to stop all sales.

For damages, Tattoo Art was entitled to 
actual damages or statutory damages under 17 
U.S.C. § 504(c)(1) which can be fairly hideous 
— from $750 to $30,000 per infringement “as 
the court considers just.”  If the infringement 
was willful, which this was, the damages can 
jump to $150,000 per.

For some odd reason, the district court 
couldn’t find willfulness.  And this despite 
TAT labeling its infringement “Original 
Collection.”

But how many infringements?  Tattoo Art 
wanted each recolored image to be a separate 
violation.  But the district court found the 
“Books” to be compilations which for damage 
purposes consitute but one work.  Xoom, Inc. 
v. Imageline, Inc., 323 F.3d 279, 285 (4th Cir. 
2003);  Reed Elsevier, Inc. v. Muchnick, 559 
U.S. 154, 130 S. Ct. 1237 (2010).
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QUESTION:  A university librarian asks 
under what conditions may a university “rip” 
a video and put it into a course management 
system?  Is the process of “ripping” a violation 
of DMCA?

ANSWER:  Under the U.S. Copyright 
Act, a course management system (CMS) is 
considered to be a form of distance learning 
or transmitted performance of audiovisual 
works.  Therefore, the TEACH Act, section 
110(2) of the Act applies.  That section permits 
the performance of full works in the course of 
instruction via transmission except for audio-
visual works.  Only portions of those may be 
performed for a class without permission.  To 
show the full work, permission is required.

The first step should be to try to purchase 
the work with performance rights for use in a 
CMS.  If it is not available for purchase, then 
copying a portion of a video to show in class or 
to put on a CMS is permitted, if the other condi-
tions contained in section 110(2) are followed.

Under the Digital Millennium Copyright 
Act (a 1998 amendment to the Copyright 
Act), there is an exemption for use of videos 
in the course of education which have techno-
logical controls that prevent their use.  Every 
three years the Register of Copyrights is 
charged with rulemaking responsibility for 
determining classes of works that should be 
exempted from the section 1201 (part of the 
DMCA) prohibitions on circumvention.  There 
is now an exemption under this rulemaking 
for educational uses by college and university 
faculty and students.  So, if there is no version 
available for purchase which does not have 
anti-circumvention controls, then a school 
may rip the video.  However, only portions of 
it may be performed or posted on a CMS or for 
direct performance for a class (section 110(2)) 
without permission of the copyright holder.

QUESTION:  An archivist asks the follow-
ing about building museum collections on the 
civil rights movement with materials focusing 
primarily on the 1960s.  Many of these ar-
chival collections may contain photographs 
and papers gathered by that collection’s 
donor.  The donor was not the creator of a 
particular photograph, etc., and thus could 
not transfer copyright of those photographs 
archives.  In many cases, it may be impossible 
to determine the originator/creator of the 
photographs.  (1) Since the archives may be 
providing reproductions of photographs and 
artwork for display in the museum, and the 
primary purpose of both entities is to serve 
as an educational institution, would the use 
of reproductions solely for the museum’s 
exhibits be allowed without seeking copyright 
permission from the originators/creators?  
(2) If the museum does not use the images 
on items to be sold in the gift store or similar 

products, does this relieve any concerns about 
infringement?  The museum will charge an 
admission fee, however this is for operating 
costs and not as a source of profit.

ANSWER:  (1)  As a general matter, good 
purpose does not excuse copyright infringe-
ment.  Typically, reproduction for display 
without permission of the copyright owner 
is infringement.  The archives may find some 
help under section 108(h) of the Copyright Act, 
however.  The difficulty will be in determining 
whether the photographs’ copyright terms fall 
within the last 20 years of the term of copyright.  
The chart at http://www.unc.edu/~unclng/pub-
lic-d.htm will help in determining the term of 
copyright based on the work’s publication date.  
Many of these works from the 1960s are not 
yet in the public domain because the “author” 
has not been deceased for 70 years. 

Most libraries and museums go ahead 
and use these items from their collections for 
display, reproduction, etc.  It is useful to use 
a disclaimer about the fact that the copyright 
status of the work is unknown and that if the 
author comes forward, the institution will be 
delighted to include the notice of copyright.  
While there is some risk in doing this, it is most 
likely that such use would be determined to be 
a fair assuming that archivists have 
done all they can to locate authors 
and seek the necessary 
permissions.

(2)  It probably is a 
good idea to limit the use 
of such reproductions to 
display and to avoid using 
the images on products that 
will be sold in the museum store.  Typically, 
it is understood that museums charging an 
admission fee is to underwrite museum costs 
and is not for commercial purposes. 

QUESTION:  A college librarian asks 
for clarification about the recent report from 
the U.S. Copyright Office about the making 
available right in this country.

ANSWER:  The United States is a party to 
two international treaties that are collectively 
known as the WIPO Internet Treaties.  Signa-
tories to these treaties are required to provide a 
right that gives copyright owners the exclusive 
right to authorize the on-demand transmission 
of their works to the public.  This country never 
enacted that exact language in its copyright law, 
and the question addressed by this study and 
report from the Copyright Office is whether, 
under a combination of various provisions of 
the Act, the U.S. government has provided the 
substance of the making available right.

The treaty provisions were forward looking 
and included language where the impact of 
technological advances was embodied without 
having to go back and amend the treaty pro-

visions.  The United States ratified the treaties 
in 1998 which necessitated several changes 
in the copyright law via the DMCA.  The 
government has consistently maintained that, 
taken together, the section 106 exclusive rights 
provided by the Copyright Act encompass the 
making available right.  The Register’s Febru-
ary 2016 Report concurs with this opinion but 
suggests that the Congress continue to monitor 
court opinions so that it can provide legislative 
clarity should that prove necessary.  The full 
text of the final report is available at:  http://
copyright.gov/docs/making_available/.

QUESTION:  Why is Elsevier trying to 
shut down Sci-Hub which provides an excel-
lent service to scientists around the world?

ANSWER:  In 2011 a researcher from 
Kazakhstan created Sci-Hub that provides free 
access to over 48 million peer-reviewed arti-
cles.  The researcher did not have permission to 
create the database of articles which is referred 
to as a “Pirate Bay” for scientific articles.  So, 
the quick answer is that the reason Elsevier is 
trying to shut it down is because it is copyright 
infringement.  The federal district court for 
the Southern District of New York issued an 
injunction and ordered the site to shut down 
in October 2015, but the researcher is refusing 

to do so.  Newspaper accounts 
highlight the argument as being 
about who owns science.

Not surprisingly, the site has 
been very popular in developing 
countries.  The articles are avail-
able without a subscription, and 
according to the researcher, there 
were approximately 80,000 vis-

itors to the site each day.  The lawsuit claimed 
that Sci-Hub illegally accessed the accounts of 
students and academic institutions to provide 
free access to articles through the Elsevier 
platform, ScienceDirect.  Because the site is 
hosted in Russia, it is difficult to shut down 
the site.  The researcher cited Article 27 of the 
U.N. Declaration of Human Rights “to share 
in scientific advancement and its benefits” as 
justification for creating the infringing site 
and claimed that Elsevier’s business model 
is illegal.  While the domain name Sci-Hub 
was seized in the suit, the site is still available 
through alternate Websites.  The suit continues 
and claims irreparable harm which experts 
predict Elsevier will win the suit for $750-
$150,000 for each article.  In other words, 
millions of dollars in damages.  Collecting 
those damages may be difficult, however, due 
to the location of the researcher.

QUESTION:  A public librarian asks 
about reports of the federal government.  
When a private publisher republishes a fed-
eral government report but does not change 
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Then the court did agree the in-
fringement fell closer to the willful 
end than the innocent end of $750 
to $30,000 and set the damages at 
$20,000 x 24 infringements.

On appeal, TAT argued that the 
$480,000 was grossly disproportion-
ate to any actual damages suffered 
by Tattoo Art.

Which while true, is interesting 
given that TAT was pretty clearly 
willfull and should have been up in 
the $150,000-each  range.

The 4th Circuit held that TAT 
was arguing that the Congressional 
authorization under the Copyright 
Act was “constitutionally excessive” 
and found this an “unavailing argu-
ment.”  
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from page 49

the content are these protected by 
copyright?

ANSWER:  Works published by 
the U.S. government are not protect-
ed by copyright according to section 
105 of the Copyright Act.  So, the 
only material that can be protected 
in a work that incorporates works of 
the federal government is any new 
material added such as a preface, ed-
itorial comments, explanations, etc.

The notice section of the Act 
provides that a copyright owner may 
place a notice of copyright on works, 
and that notice includes the name 
of the copyright owner, the date of 
publication and the symbol ©, the 
word “copyright” or the abbrevia-
tion “copr.”  Section 401(d) states 
that the good faith defense is not 
available to a defendant in a copy-
right infringement suit if the work 
in question contained the notice of 
copyright.  Section 403 says that 
the good faith defense is available 
to alleged infringers if the work in 
question consists predominately of 
one or more works of the U.S. gov-
ernment unless the notice of copy-
right does not contain a statement, 
either affirmatively or negatively, 
identifies those portions embodying 
any work protected by copyright.  In 
other words, the work would need 
to specify that the preface, editorial 
comments, etc., are protected by 
copyright or that no copyright is 
claimed in the portion comprised 
of a government publication.  One 
seldom sees this done, however.  
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